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DETAILED ACTION 
Claim Objections 

Claims 14-16 are objected to because of the following informalities: these claims depend 
from a rejected base claim. Furthermore, it is improper for a compound claims to depend from a 
method of "use" claim. Appropriate correction is required. 

Claims 12, 17, 18 and 20 are objected to under 37 CFR 1.75(c), as being of improper 
dependent form for failing to further limit the subject matter of a previous claim. Applicant is 
required to cancel the claim(s), or amend the claim(s) to place the claim(s) in proper dependent 
form, or rewrite the claim(s) in independent form. Claim 12 is dependent of claim 2. However, 
claim 2 does not have a formula I. Furthermore, claims 17, 18 and 20 state the formula I 
according to claim 2. 

Claim Rejections - 35 USC § 112 

The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly claiming the 
subject matter which the applicant regards as his invention. 

Claims 1-20 are rejected under 35 U.S.C. 1 12, second paragraph, as being indefinite for 
failing to particularly point out and distinctly claim the subject matter which applicant regards as 
the invention. 

The term "heterocycle" is vague and ambiguous. "Heterocycle" is the name of a 
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compound whose valency is complete. It cannot be used as a substituent because it has no free 
valency. Thus, please replace with the correct substituent name. 

Regarding claims 1-20, the term "heterocyclyl is vague. The Specfication on page 8 

includes a list of groups, however, the list uses open-ended language, e.g. "for example." What is 
not included? The claims are too broad in that there is no proper support in the Specification for 
"heterocyclic groups." In re Wiggins, 179 USPQ 421. 

The phrase, "for their part" on page 3, line 10, is vague. The Examiner suggests the 
removal of this phrase. 

Claim 1 1 recites the limitation "LI, 1.2 or 1.3" in claim 11. However, these formulas are 
in claim claim 1, from which claim 1 1 depends. There is insufficient antecedent basis for this 
limitation in the claim. 

Claim 12 recites the limitation "2,4,6-trifluorophenyl" in definition of the phenyl at the 6- 

position on the bicycle. However, claim 1, from which claim 1 1 depends does not allow for this 
substitution. Thus, there is insufficient antecedent basis for this limitation in the claim. 

Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S. C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 



Application/Control Number: 10/579,395 
Art Unit: 1624 



Page 4 



(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

The factual inquiries set forth in Graham v. John Deere Co., 383 U.S. 1, 148 USPQ 459 
(1966), that are applied for establishing a background for determining obviousness under 35 
U.S.C. 103(a) are summarized as follows: 

1 . Determining the scope and contents of the prior art. 

2. Ascertaining the differences between the prior art and the claims at issue. 

3. Resolving the level of ordinary skill in the pertinent art. 

4. Considering objective evidence present in the application indicating obviousness 
or nonobviousness. 

This application currently names joint inventors. In considering patentability of the 
claims under 35 U.S.C. 103(a), the examiner presumes that the subject matter of the various 
claims was commonly owned at the time any inventions covered therein were made absent any 
evidence to the contrary. Applicant is advised of the obligation under 37 CFR 1 .56 to point out 
the inventor and invention dates of each claim that was not commonly owned at the time a later 
invention was made in order for the examiner to consider the applicability of 35 U.S.C. 103(c) 
and potential 35 U.S.C. 102(e), (f) or (g) prior art under 35 U.S.C. 103(a). 

Claims 1-20 are rejected under 35 U.S.C. 103(a) as being unpatentable over Tormo I 
Blasco et. al. (US 20060211711 Al). 

The instant Application claims compounds of formula (I), wherein X= methoxy, R^= 
hydrogen, R^= CH2CHCH and the phenyl at the 6-position of the bicyclic skeleton is 2,4- 
difluoro-6-chlorophenyl. 
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Tormo I Blasco et. al. teaches compounds of formula (I), wherein X= chloro, R^= 
hydrogen, R^= CH2CHCH and the phenyl at the 6-position of the bicyclic skeleton is 2,4,6- 
trifluorophenyl. Seepage 10, Table 1, compound I- 1. 

The only difference between the claimed compound and the reference is a) the 
substitution of X, and b) the substitution at the phenyl ring at the 6-position of the bicycle. 

a) The substitution at X, Applicant's methoxy versus chloro. The genus on page 1 of the 
Specification of the copending Application teaches that the methoxy and chloro are alternatively 
useable, see page 1, paragraph 0008. 

b) The substitution of the phenyl ring at the 6-position of the bicycle, 6-fluoro versus 6- 
chloro. The genus on page 1 of the disclosure of the reference teaches that the chloro and fluoro 
are alternatively useable, see page 1, paragraph 0002. This is only one example found in the 
reference. Thus, said claims are obvious. 

Claims 1-20 are rejected under 35 U.S.C. 103(a) as being unpatentable over Tormo I 
Blasco et. al. (US 20060211573 Al). 

The instant Application claims compounds of formula (I), wherein X= cyano, R = 
hydrogen, R^= CH2CH2 and the phenyl at the 6-position of the bicyclic skeleton is 2,4-difluoro- 
6-chlorophenyl. 

Tormo I Blasco et. al. teaches compounds of formula (I), wherein X= chloro, R^= 
hydrogen, R^= CH2CH2 and the phenyl at the 6-position of the bicyclic skeleton is 2,4,6- 
trifluorophenyl. Seepage 12, Table 1, compound 1-3. 
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The only difference between the claimed compound and the reference is a) the 
substitution of X, and b) the substitution at the phenyl ring at the 6-position of the bicycle. 

a) The substitution at X, Applicant's cyano versus chloro. The genus on page 1 of the 
Specification of the reference teaches that the cyano and chloro are alternatively useable, see 
page 1, paragraph 0005. 

b) The substitution of the phenyl ring at the 6-position of the bicycle, 6-fluoro versus 6- 
chloro. The genus on page 1 of the Specification of the reference teaches that the chloro and 
fluoro are alternatively useable, see page 1, paragraph 0002. This is only one example found in 
the reference. Thus, said claims are obvious. 

Claims 1-20 are rejected under 35 U.S.C. 103(a) as being unpatentable over Miyahara et. 
al. (JP 2002308879 A). 

The instant Application claims compounds of formula (I), wherein X= methyl, R^= 
hydrogen, R^= isopropyl and the phenyl at the 6-position of the bicyclic skeleton is 2-chloro-4,6- 
difluorophenyl. 

Miyahara et. al. teaches compounds of formula (I) as fungicides, wherein X= methyl, R^= 
hydrogen, R^= isopropyl and the phenyl at the 6-position of the bicyclic skeleton is 2-chloro-6- 
fluorophenyl. See compound 7, columns 63-64. 

The only difference between the claimed compound and the reference is the substitution 
at the phenyl ring at the 4-position of the bicycle, a hydrogen versus 4-fluoro. The reference 
teaches a guidepost where the 4-position is a fluoro, see compound 10, columns 63-64. Thus, the 
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hydrogen and fluoro are alternatively useable at the 4-position of the phenyl. This is only one 
example found in the reference. Thus, said claims are obvious. 



Claims 1-20 are rejected under 35 U.S.C. 103(a) as being unpatentable over Schmitt et. 
al. (US 7329663 B2). 

The instant Application claims compounds of formula (I) as antifimgals, wherein X= 
methyl, and R^= 4-methylpiperidinyl and the phenyl at the 6-position of the bicyclic skeleton 
is 2-chloro-4,6-difluorophenyl. 

The copending Application teaches compounds of formula (I) as antifungals, wherein X= 
methyl, and R^= 4-methylpiperidinyl and the phenyl at the 6-position of the bicyclic skeleton 
is 2-chloro-6-fluorophenyl. See column 71, example 107. 

The only difference between the claimed compound and the reference is the substitution 
at the phenyl ring at the 6-position of the bicycle, hydrogen versus 4-fluoro. Schmitt teaches a 
guidepost where the substituent at the 4-position of the phenyl can be fluoro, see column 14, the 
last structure and column 26, lines 60-61. Furthermore, the genus in column 3 of the 
Specification of the reference teaches that the phenyl can be substituted, see column 4, line 35. 
This is only one specie which renders said claims obvious in the reference. Thus, said claims are 
rendered obvious by Schmitt et. al. 
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Claims 1-20 are rejected under 35 U.S.C. 103(a) as being unpatentable over Pfrengle et. 
al. (US 5994360). 

The instant Application claims compounds of formula (I) as antifungals, wherein X= 
methyl, and R^= CH2C(CH3)(CH2)2 and the phenyl at the 6-position of the bicyclic skeleton is 
6-chloro-2,4-difluorophenyI. 

Pfrengle et. al. teaches compounds of formula (I) as antifungals, wherein X= methyl, 
and R^= CH2C(CH3)(CH2)2 and the phenyl at the 6-position of the bicyclic skeleton is 6-chloro- 
2-fluorophenyl. See column 12, Table I, example 12. 

The only difference between the claimed compound and the reference is the substitution 
at the phenyl ring at the 4-position of the bicycle, hydrogen versus 4-fluoro. Pfrengle teaches a 
guidepost where the substituent at the 4-position of the phenyl can be fluoro, see column 12, 
example 14. Furthermore, the genus in column 2of the Specification of the reference teaches that 
the phenyl can be substituted with a halogen anywhere on the phenyl, see column 2, line 27. This 
is only one specie which renders said claims obvious. Thus, said claims are rendered obvious by 
Schmitt et. al. 



Double Patenting 

The nonstatutory double patenting rejection is based on a judicially created doctrine 
grounded in public policy (a policy reflected in the statute) so as to prevent the unjustified or 
improper timewise extension of the "right to exclude" granted by a patent and to prevent possible 
harassment by multiple assignees. A nonstatutory obviousness-type double patenting rejection 
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is appropriate where the conflicting claims are not identical, but at least one examined 
application claim is not patentably distinct from the reference claim(s) because the examined 
application claim is either anticipated by, or would have been obvious over, the reference 
claim(s). See, e.g.. In re Berg, 140 F.3d 1428, 46 USPQ2d 1226 (Fed. Cir. 1998); In re 
Goodman, 1 1 F.3d 1046, 29 USPQ2d 2010 (Fed. Cir. 1993); In re Longi, 759 F.2d 887, 225 
USPQ 645 (Fed. Cir. 1985); In re Van Ornum, 686 F.2d 937, 214 USPQ 761 (CCPA 1982); In re 
Vogel, 422 F.2d 438, 164 USPQ 619 (CCPA 1970); and In re Thorington, 418 F.2d 528, 163 
USPQ 644 (CCPA 1969). 

A timely filed terminal disclaimer in compliance with 37 CFR 1.321(c) or 1.321(d) may 
be used to overcome an actual or provisional rejection based on a nonstatutory double patenting 
ground provided the conflicting application or patent either is shown to be commonly owned 
with this application, or claims an invention made as a result of activities undertaken within the 
scope of a joint research agreement. 

Effective January 1, 1994, a registered attorney or agent of record may sign a terminal 
disclaimer. A terminal disclaimer signed by the assignee must fully comply with 37 CFR 
3.73(b). 

Claims 1-20 are provisionally rejected on the ground of nonstatutory obviousness-tj^e 
double patenting as being unpatentable over claims 15-30 of copending Application No. 
1 1661566. Although the conflicting claims are not identical, they are not patentably distinct 
from each other because the 1-145 specie on page 67 only differs from the claimed compounds in 
the following manner: 
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The instant Application claims compounds of formula (I), wherein X= methyl, R^= 
hydrogen, R^= l,l-dimethyl-2-hydroxyethyl and the phenyl at the 6-position of the bicyclic 
skeleton is 2,4-difluoro-6-chlorophenyl. 

The copending Application teaches compounds of formula (I), wherein X= methyl, R^= 
hydrogen, R^= l,l-dimethyl-2-hydroxyethyl and the phenyl at the 6-position of the bicyclic 
skeleton is 2,4,6-trifluorophenyl. 

The only difference between the claimed compound and the reference is the substitution 
at the phenyl ring at the 6-position of the bicycle, 6-fluoro versus 6-chloro. The genus on page 1 
of the Specification of the copending Application teaches that the chloro and fluoro are 
alternatively useable, see page 2, lines 34-35. This is only one example found in the copending 
Application. Thus, said claims are obvious. 

This is a provisional obviousness-type double patenting rejection because the conflicting 
claims have not in fact been patented. 

Claims 1-20 are provisionally rejected on the ground of nonstatutory obviousness-type 
double patenting as being unpatentable over claims 1-20 of copending Application No. 
1 1628852. Although the conflicting claims are not identical, they are not patentably distinct 
from each other because the 64th specie in Table C, on page 68, only differs from the claimed 
compounds in the following manner: 
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The instant Application claims compounds of formula (I), wherein X= methoxy, R^= 
hydrogen, R^= 2-(3-acetyI)propyl and the phenyl at the 6-position of the bicyclic skeleton is 2,4- 
difluoro-6-chlorophenyl. 

The copending Application teaches compounds of formula (I), wherein X= chloro, R^= 
hydrogen, R^= 2-(3-acetyl)propyl and the phenyl at the 6-position of the bicyclic skeleton is 
2,4,6-trifluorophenyl. 

The only difference between the claimed compound and the reference is a) the 
substitution of X, and b) the substitution at the phenyl ring at the 6-position of the bicycle. 

a) The substitution at X, Applicant's methoxy versus chloro. The genus on page 1 of the 
Specification of the copending Application teaches that the methoxy and chloro are alternatively 
useable, see page 1, lines 28-29. 

b) The substitution of the phenyl ring at the 6-position of the bicycle, 6-fluoro versus 6- 
chloro. The genus on page 1 of the Specification of the copending Application teaches that the 
chloro and fluoro are alternatively useable, see page 2, lines 1-3. This is only one example found 
in the copending Application. Thus, said claims are obvious. 

This is a provisional obviousness-type double patenting rejection because the conflicting 
claims have not in fact been patented. 

Claims 1-20 are provisionally rejected on the ground of nonstatutory obviousness-type 
double patenting as being unpatentable over claims 1-15 of copending Application No. 
10594738. Although the conflicting claims are not identical, they are not patentably distinct 
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from each other because the 1-3 specie in Table 1, on page 23, meets the limitations of claim 1 in 
the instant AppUcation. 



Claims 1-20 are provisionally rejected on the ground of nonstatutory obviousness-t5q)e 
double patenting as being unpatentable over claims 1-1 1 of copending Application No. 
10550571. Although the conflicting claims are not identical, they are not patentably distinct 
from each other because the I-l specie in Table 1, on page 25, only differs from the claimed 
compounds in the following manner: 

The instant Application claims compounds of formula (I), wherein X= methoxy, R^= 
hydrogen, R^= CH2CHCH and the phenyl at the 6-position of the bicyclic skeleton is 2,4- 
difluoro-6-chlorophenyl. 

The copending Application teaches compounds of formula (1), wherein X= chloro, R^= 
hydrogen, R'= CH2CHCH and the phenyl at the 6-position of the bicyclic skeleton is 2,4,6- 
trifluorophenyl. 

The only difference between the claimed compound and the reference is a) the 
substitution of X, and b ) the substitution at the phenyl ring at the 6-position of the bicycle. 

a) The substitution at X, Applicant's methoxy versus chloro. The genus on page 1 of the 
Specification of the copending Application teaches that the methoxy and chloro are alternatively 
useable, see page 1, line 26. 

b) The substitution of the phenyl ring at the 6-position of the bicycle, 6-fluoro versus 6- 
chloro. The genus on page 1 of the Specification of the copending Application teaches that the 
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chloro and fluoro are alternatively useable, see page 1, lines 10-11. This is only one example 
found in the copending Application. Thus, said claims are obvious. 

This is a provisional obviousness-type double patenting rejection because the conflicting 
claims have not in fact been patented. 

Claims 1-20 are provisionally rejected on the ground of nonstatutory obviousness-type 
double patenting as being unpatentable over claims 1-10 of copending Application No. 
10548690. Although the conflicting claims are not identical, they are not patentably distinct 
from each other because the I-l specie in Table 1, on page 31, only differs from the claimed 
compounds in the following maimer: 

The instant Application claims compounds of formula (I), wherein X= cyano, R^= 
hydrogen, R^= CH2CH2 and the phenyl at the 6-position of the bicyclic skeleton is 2,4-difluoro- 
6-chlorophenyl. 

The copending Application teaches compounds of formula (I), wherein X= chloro, R^= 
hydrogen, R^= CH2CH2 and the phenyl at the 6-position of the bicyclic skeleton is 2,4,6- 
trifluorophenyl. 

The only difference between the claimed compound and the reference is a) the 
substitution of X, and b) the substitution at the phenyl ring at the 6-position of the bicycle. 

a) The substitution at X, Applicant's cyano versus chloro. The genus on page 1 of the 
Specification of the copending Application teaches that the cyano and chloro are altematively 
useable, see page 1, line 17. 
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b) The substitution of the phenyl ring at the 6-position of the bicycle, 6-fluoro versus 6- 
chloro. The genus on page 1 of the Specification of the copending AppUcation teaches that the 
chloro and fluoro are alternatively useable, see page 1, lines 10-11. This is only one example 
found in the copending Application. Thus, said claims are obvious. 

This is a provisional obviousness-type double patenting rejection because the conflicting 
claims have not in fact been patented. 

Conclusion 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to SUSANNA MOORE whose telephone number is (571)272-9046. 
The examiner can normally be reached on M-F 8:00-5:00 pm. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, James Wilson can be reached on (571) 272-0661 . The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an apphcation may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). If you would 
like assistance from a USPTO Customer Service Representative or access to the automated 
information system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 
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/Susanna Moore/ 
Examiner, Art Unit 1624 

/Brenda L. Coleman/ 
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